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^ Responsive to communication(s) filed on i I^Zz/^Cz 
ft$ This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed 
in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 ; 453 O.G. 213. 

A shortened statutory period for response to this action is set to expire 3 month(s). or thirty days, whichever 
is longer, from the ma.lmg date of this communication. Failure to respond within the period for response wil cause the 
37 P C C FRTl 36( e ) aband ° ned - ,35 U S C - 5 133 '- Extensions of time «"«V be obtained under the provisions of 
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□ Claims 



is/are pending in the application. 

istet e w i th d rawn fr o m e on s i Je i dl ion, 

. is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction or election requirement. 



Application Papers 

□ See the attached Notice, of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on . is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on is D ap p roved Q disapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d). 

□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
* Certified copies not received: 



LJ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 



Attachment(s) 

\ j Notice of References Cited, PTO-892 

□ Information Disclosure Statement(s), PTO-1449, Paper No(s). 

□ Interview Summary, PTO-413 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 
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Serial No. 08/230,012 - 2 - Art Unit: 1809 

The art unit designated for this application has changed. 
Applicant (s) are hereby informed that future correspondence 
should be directed to Art Unit 1809. 

Applicant's arguments; filed 11/22/96, have been fully 
considered but they are not deemed to be persuasive. Rejections 
and/or objections not reiterated from previous office actions are 
hereby withdrawn. The following rejections and/or objections are 
either newly applied or reiterated. They constitute the complete 
set presently being applied to the instant application. 

The following is a quotation of 35 U.S.C. § 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

A patent may not be obtained though the invention is not 
identically disclosed or described as set forth in section 
102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that 
the subject matter as a whole would have been obvious at the 
time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains 
Patentability shall not be negatived by the manner in which 
the invention was made. 

Subject matter developed by another person, which qualifies 
as prior art only under subsection (f) or (g) of section 102 
of this title, shall not preclude patentability under this 
section where the subject matter and the claimed invention 
were, at the time the invention was made, owned by the same 
person or subject to an obligation of assignment to the same 
person. 

Claims 42, 49-51, 54, 57, 59, and 61 are rejected under 35 
U.S.C. § 103(a) as being unpatentable over Dattagupta et 
al. (0,235, 726; ref AI) taken in view of Gingeras et al.(WO 
88/01302; ref. CI) . 

Dattagupta et al. disclose the reverse Southern type of 
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hybridization analysis on solid supports including the 
immobilization of separate probes on solid supports in the 
SUMMARY OF THE INVENTION on pages 3-4. Page 9 of Dattagupta et 
al. disclose in lines 25-33, the covalent and noncovalent 
immobilization of probes with a matrix of spots cited in lines 
53-58. This suggests the generic attachment of probes to solid 
supports but lacks specific attachment chemistry. 

Gingeras et al. disclose the chemistry of attachment to a 
variety of supports including short probes as well as terminal 
attachment summarized in the abstract and throughout the 
disclosure. 

Thus, it would have been obvious to someone of ordinary 
skill in the art at the time of the instant invention to practice 
reverse Southern type assays with a variety of probes including a 
matrix of spots arrangement because Dattagupta et al. disclose 
the generic reverse Southern assay method and apparatus and 
Gingeras et al. describes various immobilization methods as given 
in the instant claims. 

Applicant argues the above rejection based on the wording in 
the claims directed to the in-situ synthesis of the immobilized 
oligonucleotides. This is non-persuasive in overcoming the 
rejection because the claims are directed to supports with cells 
of oligonucleotides attached and uses thereof. Such supports 
with oligonucleotides attached may be prepared either by in-situ 
synthesis or by synthesis of the oligonucleotides followed by 
attachment. Since the apparatus claims are directed to supports 
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with oligonucleotides attached per se, the means of preparing 
them may be by whatever method is doable whether cited 
specifically in the claims or not. It is noted that the 
apparatus claims are not method claims but rather product by 
process claims, since the process cited in the claims is not the 
only process by which the apparati may be prepared, the process 
is not given patentable weight because it does not itself limit 
the claim scope. Applicant further argues that the in-situ 
synthesis has real significant advantages such as accurately 
controlling the oligonucleotides on the array to optimally 
control mismatch detection. This also is non-persuasive since it 
is apparent that, the combination of references cited in support 
of this rejection discloses methodology and use of immobilized 
oligonucleotides thereof which are fully capable of producing 
solid support arrays with the same control of mismatch detection 
due to differentiating one target nucleic acid from another. 
Therefore, the arguments of applicant are non-persuasive in 
overcoming the rejection. 

Claims 55, 56, and 58 are objected to as being dependent 
upon a rejected base claim, but would be allowable if rewritten 
in independent form including all of the limitations of the base 
claim and any intervening claims. 

Claims 44-48 are allowed. 

THIS ACTION IS HADE FINAL. Applicant is reminded of the 
extension of time policy as set forth in 37 c.F.R. § 1 i 36(a) 

ACT ioS STEPS SSS^S-^^^^™™ ' 
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APT TON IN THE EVENT A FIRST RESPONSE IS FILED WITHIN TWO MONTHS 
of THE * MAILING DATE OF THIS FINAL ACTION AND THE ADVISORY ACTION 
?S NOT MAILED UNTIL AFTER THE END OF THE THREE-MONTH SHORTENED 
STATUTORY PERIOD, THEN THE SHORTENED STATUTORY PERIOD WILL EXPIRE 
ON THE DATE THE ADVISORY ACTION IS MAILED, AND ANY EXTENSION FEE 
PURSUANT TO 37 Vf.R. § 1.136(a) WILL BE CALCULATED FROM THE 
SlINC DATE OF THE ADVISORY ACTION. IN NO EVENT WILL THE 
^ATUTORY PERIOD FOR RESPONSE EXPIRE LATER THAN SIX MONTHS FROM 
THE DATE OF THIS FINAL ACTION. 

This application is subject to the provisions of Public Law 
103-465, effective June 8, 1995. Accordingly, since this 
application has been pending for at least two years as of June 8, 
1995, taking into account any reference to an earlier filed 
application under 35 U.S.C. 120, 121 or 365(c), applicant, under 
37 CFR 1.129(a), is entitled to have a first submission entered 
and considered on the merits if, prior to abandonment, the 
submission and the fee set; forth in 37 CFR 1.17 (r) are filed 
prior to the filing of an appeal brief under 37 CFR 1.192. Upon 
the timely filing of a first submission and the appropriate fee 
of $ 730.00 for a large entity under 37 CFR 1.17 (r), the finality 
of the previous Office action will be withdrawn. In view of 35 
U.S.C. 132, no amendment considered as a result of payment of the 
fee set forth in 37 CFR 1.17 (r) may introduce new matter into the 
disclosure of the application. 

If applicant has filed multiple proposed amendments which, 
when entered, would conflict with one another, specific 
instructions for entry or non-entry of each such amendment should 
be provided upon payment of any fee under 37 CFR 1.17 (r) . 
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